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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address -• 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 22 March 2004 . 
2a)n This action is FINAL. 2b)IS This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim{s) is/are allowed. 

6) 13 Claim(s) 1-20 is/are rejected. 

7) S Claim(s) ±:3 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonri PTO-152. 

Priority under 35 U.S.C. § 11 9 

12) n Acl^nowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(8) 

1 ) □ Notice of References Cited {PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/S8/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Tnademar1< Office 
PTOL-326 (Rev, 1-04) 
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DETAILED ACTION 



Response to Amendment 



Applicant's arguments/amendments with respect to amended claims 1,10 and 18 and previously 
presented claims 2-9, 11-17 and 19-20 filed March 22, 2004 have been folly considered but are 
not persuasive. Furthermore, the Examiner has detected various informalities that appear below. 



Claim 1 is objected to because of the following informalities: 

In line 9, the term "one" needs to be inserted after "... logic unit coupled to at least. . 
Appropriate correction is required. 

Claim 2 is objected to because of the following informalities: 

There is no period at the end of the claim. One should be inserted. 
Claim 2 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to forther limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, 
or rewrite the claim(s) in independent form. The Umitations of claim 2 do not forther 
limit those of claim 1 because in claim 1 the integrated circuit comprises the test 
controller, which makes it the same as an integrated test controller. The Applicant is 
advised to cancel the claim. 

Appropriate correction is required. 

Claim 3 is objected to because of the following informalities: 



Claim Objections 
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There is no period at the end of the claim. One should be inserted. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

Claims 1 and 18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. For example, claim 1 states in part, ". . .wherein said integrated circuit 
executes said test instructions directly on said integrated circuit to test said integrated circuit." It 
is not clear what portion(s) of the integrated circuit is/are being tested. The claim language is 
confusing. 

Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The claim language recites "... an external device. . after "A platform 
comprising:" It is not clear how "an external device" be external if it is comprised on the 
platform. The logic does not flow. Additionally, Applicant is suggested to elaborated on what 
this "external device" is and how it is linked with the platform. Furthermore, claim 10 includes 
limitations similar to those of amended claim 1, which need to be addressed as well. 

Claims 2-9, 11-17 and 19-20 depend from claims 1,10 and 18 and inherently include 
limitations therein and therefore are rejected as well 
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Response to Arguments 



Applicant contends, "... it is clear that the tester of Wasson (prior art of record) is not part 
of the DUT." The Examiner respectfully disagrees. Wasson teaches (col. 3, lines 54-63 and 
Figure 1) the integrated circuit tester 10 in Figure 1 is all on one single integrated circuit and 
hence the tester is part of the DUT on the integrated circuit as seen in Figure 1 . 

Applicant contends, "... Wasson simply does not disclose, teach or suggest an IC 
comprising test components where the test instructions are generated and executed directly on 
the IC to tested." The Examiner respectfully disagrees. Wasson teaches (col. 4, lines 55-68 and 
Figure 2) a tester channel CH(1) that includes an addressable instruction memory 30 for storing 
a sequence of instructions and a conventional memory controller 32 allowing disk controller 
18 of FIG. 1 to write instructions into instruction memory 30 via memory bus 24. To signal the 
start of a test, host computer 16 pulses the START signal providing an input to a state machine 
34. A timing circuit 36 supplies a "period clock'* signal (PCLK) as input to state machine 34. 
Timing circuit 36 receives the master clock signal MCLK as timing reference and periodically 
pulses the PCLK signal to mark the start of each test cycle. 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 



Claim Rejections - 35 USC §103 



1. 
2. 



Determining the scope and contents of the prior art. 

Ascertaining the differences between the prior art and the claims at issue. 
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3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wasson (USPN 
6181 151 Bl). (See office action, paper No. 6) 



The Examiner disagrees with the AppHcant and maintains all rejections with respect to amended 
claims 1,10 and 18 and previously presented claims 2-9, 11-17 and 19-20. All arguments have 
been considered. It is the Examiner's conclusion that amended claims 1,10 and 18 and 
previously presented claims 2-9, 11-17 and 19-20 are not patentably distinct or non-obvious over 
the prior art of record (See paper No. 6). 



Conclusion 

Any inquiries concerning this communication should be directed to the examiner, 
Mujtaba Chaudry who may be reached at 703-305-7755. The examiner may normally be reached 
Mon - Thur 7:30 am to 4:30 pm and every other Fri 8:00 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, please contact the 
examiner's supervisor, Albert DeCady at 703-305-9595. The fax phone number for the 
organization where this application is assigned is 703-746-7239. 

Any inquiry of general nature or relating to the status of this application or proceeding 
should be directed to the receptionist at 703-305-3900. 
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